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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1 . 1 1 4, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 30 
December 2005 has been entered. 

2. Examiner notes that Claims 1 , 4, 6, 7, 14 & 16 have been amended, and no 
claims have been added or canceled. Claims not explicitly addressed herein are found 
to be addressed within prior Office Action dated 12 August 2005 as reiterated herein 
below. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1-18 are further rejected under 35 U.S.C. 103(a) as being unpatentable 
over US Patent 5,732,216 to Logan in view of US Patent US 6,587,127 B1 to Leeke in 
view of US Patent US 6,339,438 B1 to Bates. 
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5. Regarding Claims 1-7, 8, 10, 12 & 14-18, Logan discloses a voice banner 
advertisement system, method and apparatus for performing an advertisement with 
voice comprising: 

- a Web server constituted by Web page data transmission means for 
constituting contents data and banner advertisement data to be offered 
to a user to transmit the Web page data, (Fig. 1 ; Col. 4, lines 39-67; 
Cols. 5 & 6; & Col. 7, lines 1-2), and 

* - history information recording means for recording as history 

information the number of times at which a banner advertisement is 
transmitted as history information, (Fig. 1; Col. 5, lines 35-38; Col. 6, 
lines 27-35; & Col. 8, lines 3-43), and; 

- a user terminal constituted by communication means for performing 
data communication with the Web server through the network, (per 
Claim 15), (Internet - per pending claims 8, 12 & 18), (Fig. 1; Col. 3, 
lines 23-67; & Col. 4, lines 1-37), (Additionally, Examiner notes that 
Logan teaches user supplied information pertaining to a user dataset, 
(Col. 5, lines 33-44), which dataset obviously includes information 
pertaining to user apparatus "speech synthesis" capabilities, and which 
dataset aids in distinguishing between program segments used. 
Further, Logan teaches defining audio programming with HTML, 
wherein narrative content to be presented in audio form is described 
utilizing HTML, (Fig. 7), and wherein it would have been obvious to 
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have default code as well as default pages available for distribution 
based on user response and capabilities, (as noted within the user 
dataset), for purposes of supplying properly formatted and readable 
pages based on user apparatus capabilities); 

- Web page browsing means for browsing a Web page offered by the 
Web server, (per pending Claim 16), (Col. 5, lines 3-35), and 

- voice synthesis means for extracting banner advertisement data from 
the received Web page data and converting the banner advertisement 
data into voice by voice synthesis to utter the banner advertisement 
data, (per pending claim 14), (Col. 3, lines 32-41; Col. 4, lines 66-67; 
Col. 5, lines 1-31 - hypertext anchors); 

- voice synthesis operation setting means for setting whether the voice 
synthesis means is made valid or not and transmitting the setting 
contents to the Web server, (per pending claims 2, 5, 7 & 17), (Col. 7, 
lines 5-35; Col. 9, lines 18-27; Col. 10, lines 15-37; Col. 44, lines I8- 
60; Col. 44; & Col. 45, lines 1-16), (Additionally, Examiner notes that 
an obvious, well known and necessary functionality within a speech 
synthesis capable apparatus, (such as a cellular phone), would be a 
means by which to activate and de-activate the speech synthesis 
capability per the needs and circumstances of different users of the 
same apparatus); 
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- display means for displaying the web page data received from the web 
server, (Fig. 1); and 

- the Web server transmits the advertisement data to the user terminal 
only when the voice synthesis means is valid, (per pending claims 2, 5, 
7 & 10), (Col. 7, lines 5-35; Col. 9, lines 18-27; Col. 10, lines 15-37; 
Col. 44; Col. 44, lines 66-67; & Col. 45, lines 1-16). 

6. Examiner notes that though Logan teaches advertisement data, Logan does not 
specifically teach banners. To incorporate banners into the Logan advertising data 
would have been obvious to one of ordinary skill in the art at the time of invention by 
Applicant as banners were well known in HTML and the use of the same for advertising 
and general information purposes would likewise have been a well known means by 
which to display information to a user. That noted, per Applicant's request, Examiner 
further provides the Leeke art which clearly teaches the use of user supplied 
information, (Col. 4, lines 50-67 & Col. 6, lines 3-56), and banner advertisements, (Figs. 
37-39, 47 & Col. 32, lines 35-47). As Leeke teaches a graphical user interface, (GUI), 
within an Internet environment, and incorporating banner advertising data, Logan clearly 
shows that the use of banner advertisements within web pages was well-known at the 
time of invention by Applicant. Moreover, as both Logan and Leeke teach Internet 
advertisements, it would have been obvious to incorporate a particular advertisement 
type, (i.e.: banners), as taught by Leeke, into the Logan system, motivation for which 
would be the distribution of audio/visual program segment/advertising over the Internet, 
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(Logan - Col. 1, lines 29-33; CoL 4, lines 66-67; & Col. 5, lines 1-5), thus rendering 
Applicant's invention unpatentable. 

7. Additionally, Examiner finds that Applicant's amended claim language "wherein 
clause" represents a result achieved, and as such is not necessarily a claim element. 
That noted, Examiner finds that though the combined teachings of Logan and Leeke 
clearly teach a voice banner advertisement system, method and apparatus for 
performing an advertisement with voice, they do not necessarily do so for the specific 
purpose of display maximization. However, Examiner finds that it would have been 
obvious to extract advertising data for purposes of display maximization, the teaching 
and motivation for which is clearly found within Bates, which notes "to maximize the 
amount of information displayed by a window, it is often desirable to maximize the 
relative size of the display region of the window... regardless of how advertisements are 
displayed, the advertisements occupy space on the computer display that could 
otherwise be used to display the information, (i.e.: contents data of the web page data 
received from the web server), requested by the user", (Bates - Col. 1 , lines 56-67 & 
Col. 2, lines 1-12). Thus, Examiner finds that Bates clearly teaches the result achieved 
from using the combined teachings of Logan and Leeke to maximize the display means 
by uttering the extracted advertising data and displaying only the contents data of the 
web page data received from the web server. Thus, Claims 1-7, 8, 10, 12 & 14-18 are 
found to be unpatentable over the combined teachings of Logan, Leeke and Bates. 

8. Regarding Claims 9 & 13, Logan, Leeke and Bates are relied upon for those 
teachings noted herein above. Logan further teaches a voice banner advertisement 
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system wherein the banner advertisement data in the Web page data comprises a voice 
synthesis tag, (Col. 5, lines 7-45), (Examiner notes that the use of hypertext anchors 
clearly reads upon the use of tags, wherein the use of said hypertext anchors would 
obviously encompass any and all program content, (including voice synthesis content), 
within an audio message exchange system such as Logan, which system clearly 
incorporates the use of voice synthesis). Thus, Claims 9 & 13 are found to be 
unpatentable over the combined teachings of Logan, Leeke and Bates. 

9. Regarding Claim 1 1 , Logan, Leeke and Bates are relied upon for those teachings 
noted herein above. Logan further teaches a voice banner advertisement system 
wherein the Web page data transmission means constitutes the Web page data 
including banner advertisement data on the basis of the setting contents, (Col. 7, lines 
8-21). Examiner interprets "setting contents" to mean data transmitted based on a 
particular setting or set of preferences, wherein Logan clearly teaches the use of "user 
preferences" as the basis for data compilation and transmission. Thus, Claim 1 1 is 
found to be unpatentable over the combined teachings of Logan, Leeke and Bates. 

Response to Arguments 

10. Applicant's arguments filed 30 December 2005, have been fully considered but 
they are not persuasive. Applicant's arguments do not comply with 37 CFR 1 .1 1 1 (c) 
because they do not clearly point out the patentable novelty which he or she thinks the 
claims present in view of the state of the art disclosed by the references cited or the 
objections made. 
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11. In response to applicant's argument that the examiner's conclusion of 
obviousness is based upon improper hindsight reasoning, it must be recognized that 
any judgment on obviousness is in a sense necessarily a reconstruction based upon 
hindsight reasoning. But so long as it takes into account only knowledge which was 
within the level of ordinary skill at the time the claimed invention was made, and does 
not include knowledge gleaned only from the applicant's disclosure, such a 
reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 170 USPQ 209 (CCPA 
1 971 ). Examiner has addressed Applicant's request for proof that banner 
advertisements were well-known at the time of invention, as noted herein above. 
Additionally, Examiner finds that the combined teachings of Logan, Leeke and Bates 
clearly and obviously disclose each and every element of Applicant's claimed invention, 
rendering the same unpatentable. 

12. In response to applicant's arguments against the references individually, one 
cannot show nonobviousness by attacking references individually where the rejections 
are based on combinations of references. See In re Keller, 642 F.2d 413, 208 
USPQ 871 (CCPA 1 981 ); In re Merck & Co., 800 F.2d 1 091 , 231 USPQ 375 (Fed. Cir. 
1986). Additionally, Examiner finds that the combined teachings of Logan, Leeke and 
Bates clearly and obviously disclose each and every element of Applicant's claimed 
invention, rendering the same unpatentable. 

13. In response to applicant's argument that there is no suggestion to combine the 
references, the examiner recognizes that obviousness can only be established by 
combining or modifying the teachings of the prior art to produce the claimed invention 
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where there is some teaching, suggestion, or motivation to do so found either in the 
references themselves or in the knowledge generally available to one of ordinary skill in 
the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988) and In re 
Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, Examiner 
respectfully disagrees noting the motivation to combine the references is stated clearly 
herein above. 

14. Regarding Applicant's argument that the banner advertisement data is not 
uttered, Examiner respectfully disagrees noting Logan's teaching of hypertext anchors, 
voice synthesis and advertising data, (Col. 4, lines 66-67 & Col. 5, lines 1-45), which 
advertising data would obviously include banner advertisements, (as noted herein as 
taught by Leeke), wherein any information, (including, but not limited to the banner 
advertisements), within the Logan system could obviously be accompanied by the 
necessary hypertext anchors needed for voice synthesis of the same. 

15. In response to applicant's argument that the references fail to show certain 
features of applicant's invention, it is noted that the feature upon which applicant relies 
(i.e., the compilation file included in the web page) is not recited in the rejected claim(s). 
Although the claims are interpreted in light of the specification, limitations from the 
specification are not read into the claims. See In re Van Geuns, 988 F.2d 1 181 , 26 
USPQ2d 1057 (Fed. Cir. 1993). Additionally, Examiner notes that the data transmitted 
to the user comprises a combination of all data transmitted from the server to the client, 
which data, (as clearly taught by Logan), includes, but is not limited to advertising data, 
(alone or within a compilation), and web page data, (Logan - Fig. 1 ). Additionally, as 
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banner advertisements within web pages were well-known in the art at the time of 
invention, (and as taught by Leeke), it would have been obvious for the advertisement 
data to come directly from the web pages, (and be extracted directly from the web 
pages), (as taught by Bates), thus eliminating the need for separate advertisement data 
and maximizing the display area. 

16. Regarding Applicant's argument that the transfer of the compilation file is 
accomplished via the FTP server, Examiner respectfully disagrees noting that the 
Internet pathway ultimately communicates all data, (Logan - Fig. 1; Col. 5, lines 32-44; 
& Col. 7, lines 8-21). Thus, Examiner has addressed Applicant's Amendment, and has 
further rejected all claims, as noted herein above. 



Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure: 

US Patent US 6,760,746 B1 to Schneider; 
US Patent US 6,192,340 B1 to Abecassis; 
US Patent US 6,400,806 B1 to Uppaluru; 
US Patent US 6,175,819 B1 to Van Alstine. 
Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Arrienne M. Lezak whose telephone number is (571)- 
272-3916. The examiner can normally be reached on M-F 8:30-4:30. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David A. Wiley can be reached on (571 )-272-3923. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free)^/^//^ s-yfn / 

^-"^Amenne M. Lezak Cs 
Examiner 
Art Unit 2143d 

AML 



